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INTRODUCTION
In this Trade Marks booklet we provide essen�al informa�on on what
you need to know in rela�on to securing your trade mark in Australia.
The informa�on provided is designed to help you make an informed
decision about what you should consider to protect the valuable
intellectual property (IP) assets in your business.
We have outlined the trade mark basics, including types of trade marks,
beneﬁts of trade marks and the trade mark applica�on process.
If you would like further informa�on or assistance with your trade
marks, the Trade Marks Team at Michael Buck has extensive experience
in iden�fying and implemen�ng trade mark protec�on strategies.
Our registered Trade Marks A�orneys can assist you with trade mark
clearance searches, dra�ing, lodgment, examina�on, opposi�on and
enforcement ma�ers across all local and interna�onal jurisdic�ons.
Please read on and do not hesitate to contact us if you have any ques�ons.

www.patentsandtrademarks.com.au

WHAT IS A TRADE MARK?
Most people have an intui�ve feel for trade marks; brands play a large part in everyday purchasing
transac�ons. When a consumer makes a purchasing decision several factors are usually weighed up,
including the trade mark or ‘brand’. For example, two vehicles for sale may have virtually iden�cal
technical speciﬁca�ons and yet many consumers are prepared to pay more for one of the vehicles
because its brand is deemed to be more pres�gious.
Technically, a trade mark is a sign that dis�nguishes the goods and services oﬀered by one business
from the oﬀerings of other businesses. Trade marks do not have to be registered and common law
ac�ons may be used to prevent the unauthorized use of an unregistered trade mark.
Although trade marks do not have to be registered, it is generally much more diﬃcult and expensive
to protect a trade mark if it is unregistered. In fact, the trade mark registra�on system was originally
introduced because it was recognized that common law ac�ons were an unwieldy and expensive last
resort for businesses to stop unauthorized use of their marks.
Australian Legislation
Sec�on 17 of the Trade Marks Act 1995 states that a trade mark is
a ‘sign’ used, or intended to be used, to dis�nguish the goods or
services of one trader from another. It follows that while most
trade marks are words or logos it is also possible to
register trade marks that are shapes, colours,
sounds or smells.
For example, a trade mark may be:
• The scent of coﬀee for self-tan lo�ons,
sun-prepara�ons and hair lo�ons;
• The sound of a pane of glass being smashed by a projec�le for retailing and
wholesaling of goods;
• The sounds of a person whistling followed by a dog barking for animal products;
• A pink glow for retailing of food and beverages;
• A blue colour applied to the tongue of tongue-and-groove ﬂooring material; or
• The three-dimensional shape of a heart for animal foodstuﬀs and supplements.
Apart from having to be a ‘sign’, a candidate for trade mark registra�on will also have to meet other
requirements including being dis�nc�ve and not conﬂic�ng with trade marks that are pending or
already registered on the oﬃcial Register of trade marks.

www.patentsandtrademarks.com.au
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What is the diﬀerence between a domain, business name, company name and a trade mark?
Many people assume that simply registering a company name, business name or domain name
gives exclusive rights in that name. In fact, only a trade mark registra�on does this.
The regula�ons surrounding business, company and domain name registra�ons diﬀer from trade
mark registra�ons, and each type of registra�on is administered by a diﬀerent body. Each type of
registra�on also serves a dis�nct purpose.
All legally incorporated en��es will have a company name. However, a company may choose to
trade under a name other than its registered company name.
Business names are registered trading names.
Domain name registra�on provides an exclusive right to use a website address. Registra�on of a
domain name does not give the owner any proprietary rights to that name separately from the
website address.
A trade mark registra�on provides its owner with the exclusive right to use or licence use of the
trade mark in respect of the goods or services iden�ﬁed in the registra�on. A valid trade mark
registra�on can be used to stop other traders from using the same or a similar name in respect of
the same or similar goods as are covered by the trade mark registra�on. A trade mark registra�on
is also a saleable asset.

.com

.net

.au

It is important to ensure a domain or trading name (whether it be a company name or a
separately registered business name) does not infringe a registered trade mark.
A name may be available for registra�on as a company, business or domain name, but a
trade mark owner can act against a company, business or domain name owner if it uses
a name in rela�on to goods or services that are the same as or close to those already
covered by a trade mark registra�on.

www.patentsandtrademarks.com.au
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WHY SEEK TRADE MARK REGISTRATION?
A registered trade mark is:

An Oﬃcially Sanc�oned Enduring Monopoly
A registered trade mark ensures an enduring monopoly of one of the most valuable
assets of a business, that is, the name of the business and the brand names of its product.
Provided the renewal fees, which are due every ten years, are paid, and the trade mark
con�nues to be used for the goods or services for which the mark is registered, the
registra�on may stay in place forever. In fact, the very ﬁrst trade mark under the 1875
UK Act is s�ll registered today.
A Way of Safeguarding Reputa�on
The owner of a registered trade mark can bring an ac�on for trade mark infringement
as of right and without having to submit evidence of the extent of the reputa�on, of the
trade mark.
An Automa�c Defence
A registered trade mark may provide its owner with a defence to an allega�on of trade
mark infringement raised by a third party.
A Proprietary Naming Right
The owner of a registered trade mark has a proprietary right to that trade mark. Unlike
registered company or business names, a registered trade mark can be enforced to
prevent the use of a company, business or product name which is the same or similar
to that of the registered trade mark.
Deterrence
A third party, looking to use a name like a registered trade mark and in respect of similar
goods or services as that of the registered trade mark, may be encouraged to choose
another name rather than risk trade mark infringement.
A Na�onwide Right
A registered trade mark provides rights which extend na�onwide and are rarely subject
to geographical limita�ons within Australia. Unregistered or common law trade marks
are geographically limited to those regions where the brand has a reputa�on with the
consuming public.
www.patentsandtrademarks.com.au
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Why engage a Trade Marks Attorney?
In addi�on to being experts in everything discussed in this brochure, a registered Trade Marks A�orney
can advise on what aspect of a trade mark would be best registered to maximise the eﬀec�veness of
the registra�on.
A common mistake made by DIY applicants is that the trade mark in an applica�on includes a lot of
material that does nothing but limit the protec�on. A common example of this is the ﬁling of an en�re
business name. In most cases the actual trade mark forms only a small por�on of the en�re name which
was sought to be registered. Further, it may be represented in a very dis�nc�ve font or alongside a logo.
In these cases, it may be very diﬃcult to claim infringement of any resul�ng trade mark registra�on as
the ‘infringing use’ may diﬀer greatly from the way in which the trade mark is registered.
Unfortunately, these kinds of errors only come to light when a trade mark owner wishes to enforce
their trade mark against a third party. Seeking professional advice at the �me of ﬁling can be very
helpful to avoid these sorts of errors!

Navigating Trade Marks: What risks are you taking by self-ﬁling?
It is some�mes assumed that trade mark registra�on simply involves ﬁlling out a form, followed by
the issuance of a Cer�ﬁcate of Registra�on. Unfortunately, it is not quite so simple and if not ﬁled
correctly at the outset, a trade mark registra�on may be very diﬃcult or impossible to enforce.
Examples of self-ﬁling risks are:
• If the registra�on does not cover the owner’s goods and services
appropriately, it will be diﬃcult to enforce against compe�tors or
copycats. A trade mark must be ﬁled in the correct classes of goods and
services to provide adequate protec�on;
• If the trade mark applicant is not the true legal owner of the mark, it will
not be enforceable. There are implica�ons around what en�ty is the
true owner of the mark;
• Objec�ons may arise through the trade mark prosecu�on process, and
a Trade Marks A�orney is able to guide owners through the possibili�es
of overcoming the objec�ons. Many applicants who ﬁle themselves
will abandon the process when objec�ons arise, which is not always
necessary.
• Without the advice of a Trade Marks A�orney, a trade mark owner may
register a mark which is quite descrip�ve or generic, in the relevant
industry and will be diﬃcult to enforce, and thus holds li�le value.
There are also many complexi�es around the issues of “use” – for example,
what is deemed to be use of a trade mark? How much use do you need to
overcome dis�nc�veness objec�ons? In what form should evidence of use
be presented to the Examiner, if required?
Trade Marks A�orneys oﬀer experience and skills in the areas of trade mark registra�on,
enforcement and strategy. It is important to remember that a trade mark is a valuable business
asset and the a�empt to save money by self-ﬁling could poten�ally lead to much greater
expense in dealing with the ramiﬁca�ons of an incorrectly ﬁled registra�on.
www.patentsandtrademarks.com.au
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CHOOSING
CHOOSING A
A TRADE
TRADE MARK
MARK
The Principle of Distinctiveness
The Principle of Distinctiveness
Trade marks are words or logos (and some�mes sounds, shapes or smells) used by a business
Trade marks are words or logos (and some�mes sounds, shapes or smells) used by a business
to dis�nguish its goods and services from the goods and services of its compe�tors. It is a
to dis�nguish its goods and services from the goods and services of its compe�tors. It is a
fundamental principle of trade mark law that only trade marks that are either inherently
fundamental principle of trade mark law that only trade marks that are either inherently
dis�nc�ve, or have a demonstrated capacity to dis�nguish (i.e., that have acquired
dis�nc�ve, or have a demonstrated capacity to dis�nguish (i.e., that have acquired
dis�nc�veness), may be validly registered.
dis�nc�veness), may be validly registered.
Inherent Distinctiveness
Inherent Distinctiveness
A trade mark is said to be inherently dis�nc�ve if other traders, having only proper mo�ve,
A trade mark is said to be inherently dis�nc�ve if other traders, having only proper mo�ve,
will not need to use that mark in connec�on with their own goods or services which are
will not need to use that mark in connec�on with their own goods or services which are
the same or similar to those speciﬁed in a trade mark applica�on.
the same or similar to those speciﬁed in a trade mark applica�on.
For example, the mark “Permanent Colour” for house paint is not inherently dis�nc�ve
For example, the mark “Permanent Colour” for house paint is not inherently dis�nc�ve
because it consists of words which paint manufacturers might legi�mately want to use
because it consists of words which paint manufacturers might legi�mately want to use
to describe their own product. In contrast, the trade mark DULUX® for house paint is
to describe their own product. In contrast, the trade mark DULUX® for house paint is
inherently dis�nc�ve because it does not describe house paint at all.
inherently dis�nc�ve because it does not describe house paint at all.
Acquired Distinctiveness
Acquired Distinctiveness
A trade mark may be deemed to have acquired dis�nc�veness and therefore become
A trade mark may be deemed to have acquired dis�nc�veness and therefore become
capable of dis�nguishing the relevant goods or services if it has been used (or is intended
capable of dis�nguishing the relevant goods or services if it has been used (or is intended
to be used) by the trade mark applicant to such an extent that consumers associate the
to be used) by the trade mark applicant to such an extent that consumers associate the
trade mark with the applicant and not with some other business.
trade mark with the applicant and not with some other business.
For example, the word SPORTSBET® is not inherently dis�nc�ve in respect sports be�ng
For example, the word SPORTSBET® is not inherently dis�nc�ve in respect sports be�ng
agencies, however that trade mark has been allowed to register on the basis that it has
agencies, however that trade mark has been allowed to register on the basis that it has
acquired dis�nc�veness through substan�al use.
acquired dis�nc�veness through substan�al use.
Distinctiveness and Registrability
Distinctiveness and Registrability
The degree to which a trade mark is inherently dis�nc�ve for the goods and services in ques�on
The degree to which a trade mark is inherently dis�nc�ve for the goods and services in ques�on
is important; if a trade mark is not clearly inherently dis�nc�ve then acquired dis�nc�veness
is important; if a trade mark is not clearly inherently dis�nc�ve then acquired dis�nc�veness
must be demonstrated, which can be a drawn-out process that may end unsuccessfully. If the
must be demonstrated, which can be a drawn-out process that may end unsuccessfully. If the
trade mark is neither inherently dis�nc�ve and has no demonstrated capacity to dis�nguish
trade mark is neither inherently dis�nc�ve and has no demonstrated capacity to dis�nguish
the goods or services of the applica�on, the Registrar will refuse to accept the trade mark for
the goods or services of the applica�on, the Registrar will refuse to accept the trade mark for
the registra�on.
the registra�on.
The bar for demonstra�ng capacity to dis�nguish is set high and it will usually require
The bar for demonstra�ng capacity to dis�nguish is set high and it will usually require
submi�ng evidence of at least three years, and o�en longer, of commercial use of a
submi�ng evidence of at least three years, and o�en longer, of commercial use of a
trade mark before the Trade Marks Oﬃce will accept a trade mark as having acquired
trade mark before the Trade Marks Oﬃce will accept a trade mark as having acquired
dis�nc�veness. This is one reason why it is preferable to choose a trade mark that is
dis�nc�veness. This is one reason why it is preferable to choose a trade mark that is
clearly inherently dis�nc�ve at the outset.
clearly inherently dis�nc�ve at the outset.
www.patentsandtrademarks.com.au
www.patentsandtrademarks.com.au
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Guidelines for Choosing a Trade Mark
To choose a trade mark that is inherently dis�nc�ve, try to avoid names that refer to a geographical
loca�on where the business is, or could be, carried out. For example, DUBBO IRONING SERVICE is not
a dis�nc�ve trade mark because any number of ironing services might wish to do business in Dubbo
and legi�mately use this trade mark. There are some situa�ons where geographical names may
form dis�nc�ve trade marks. For example, NORTH POLE for bananas is dis�nc�ve because banana
producers would not conceivably need to use this trade mark.
Invented words are usually inherently dis�nc�ve so long as they do not directly describe the goods
or services that they are used in connec�on with. For example, XEROX® for photocopiers is highly
dis�nc�ve. However, ROEHOE for an agricultural implement that func�ons as a rotary hoe was found
to be lacking in inherent dis�nc�veness.
Laudatory words that would normally be used to describe goods or services in exemplary terms usually lack
inherent dis�nc�veness. For example, HIGH PERFORMANCE for cars, EXTRA FRESH for fruit and vegetables
and HIGHLY CONFIDENTIAL for private inves�ga�on services are all lacking in inherent dis�nc�veness.
Surnames are not usually registrable unless they appear less than 750 �mes on the Australian electoral
roll. The name of a person, especially if it is a name that is considered common, is not usually registrable
unless it is represented in some unusual manner.
By way of further example:

Budget® is a much
be�er trade mark
than Cut Price Cars

Lexus® is a much be�er Intel® is a much be�er
trade mark than
trade mark than
Luxury Motors
Intelligent Chips

Whirlpool® is a much
be�er trade mark than
Rotary Washer

Conﬂicting Trade Marks
To successfully obtain registra�on, a trade mark must be dis�nc�ve and it must also not conﬂict with
other trade marks that are already registered, or for which an applica�on for registra�on has been
made. Two trade marks will conﬂict if they are similar or substan�ally iden�cal and are for the same
or similar goods or the same or closely related services.

Brands Consisting of a Distinctive Word and Graphical Components
Many trade marks are ‘composite marks’. A composite mark includes both one or more words and also
a device, i.e. graphic elements.
To obtain comprehensive trade mark protec�on for a composite mark, registra�on for the following
elements should be considered:
1. The word(s) by themselves. e.g. EXXON is registered (No. 213866) as a plain word;
2. The words and the graphic element together. As previously men�oned the overall composite
mark is registered as trade mark No. 252153; and
3. The graphic element by itself.
www.patentsandtrademarks.com.au
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This example is a composite mark and is Australian registered trade mark No.
252153 which is owned by Exxon Mobil corpora�on for goods in class 4 including
lubricants. EXXON is registered as a plain word (No. 213866) and the “XX” graphic
element is also registered (No. 252171).
If words in a logo are very descrip�ve of the goods and/or services that the trade mark is for, there is
usually li�le point in seeking trade mark registra�on for the words alone as such an applica�on will usually
not be allowed. Similarly, conven�onal graphic elements that are frequently used as embellishments in
sign-wri�ng are also not usually suﬃciently dis�nc�ve for registra�on.
Nevertheless, at the outset all three varia�ons should be considered for registra�on and the reason
why can best be seen in the context of the test for trade mark infringement. Under Sec�on 120 of the
Trade Marks Act 1995 infringement occurs when:
120 (1) A person infringes a registered trade mark if the person uses as a trade mark a sign
that is substantially identical with, or deceptively similar to, the trade mark in relation to
goods or services in respect of which the trade mark is registered.
Consider two trade marks which are both used as brands for hand tools.
Suppose that Company A has the Owl Logo registered, the plain word
OWL registered and also the graphic outline of the owl. Also, suppose that
Company B has recently started to use the Cat Logo.
The Owl Logo and the Cat Logo are clearly not substan�ally iden�cal and
it is also quite arguable that they’re not decep�vely similar due to the
presence of the diﬀerent words, OWL and CAT. Company A may have
diﬃculty enforcing the Owl Logo trade mark registra�on against Company B.
The plain words by themselves are quite diﬀerent, other than the fact that
they are both the names of animals and both have three le�ers. In this
example, the Owl plain word trade mark registra�on is not decep�vely
similar and not enforceable against Company B.
If Company A has the graphic element of the Owl Logo trade mark
registered, there is a much greater chance of successfully arguing that
Company B’s Cat Logo is decep�vely similar to and thus an infringement
of the Owl Device trade mark registra�on.
In other situa�ons, the words may be the same or similar and dis�nc�ve
and the graphic elements dissimilar. In that case, registra�on of the plain
words may be successful in stopping the compe�tor. If Company A had only
registered the plain word OWL or only registered the overall composite
mark, it would not be able to stop Company B from using the Cat Logo.
Apart from trade mark infringement there can also be copyright infringement issues involved when a
compe�tor’s logo includes graphic elements that appear to be copied from the registered trade mark.
www.patentsandtrademarks.com.au
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SEARCHING
Preliminary checks
Before commi�ng to a new brand, it is important to carry out some due diligence. In addi�on to
making sure a trade mark is available, it is important to ensure the preferred brand is not likely
to encroach on any earlier common law rights. Prospec�ve trade mark applicants should also
consider whether their preferred domain, business name and social media handles are available.
We recommend:
1.

Seeking a preliminary opinion from a Trade Marks A�orney about whether the proposed
trade mark is likely to be deemed dis�nc�ve in respect of the goods or services of interest;

2.

Carrying out some general internet searches to see whether any other traders are using the
same or a similar brand for their same or similar goods or services;

3.

Check whether the preferred business name (or company name - see earlier comments on
the diﬀerences) is available for registra�on;

4.

Check that the preferred domain is available; and

5.

If there is an inten�on to market goods or services on social media, check whether the preferred
handles are available on pla�orms such as Facebook, Instagram, Etsy, etc.

Trade Mark Searches
Specialist trade mark searches may be undertaken to determine whether there is a likelihood of
conﬂict before applying for registra�on. Deciding whether two marks conﬂict is a subjec�ve ques�on
that considers the visual impression, sound and meaning of two marks. To gauge whether there is
likely to be a poten�al conﬂict, a trade mark registrability search should be undertaken.
There are usually three search op�ons available, depending on the budget available:
$
1. The cheapest search is an
exact match search of the Trade
Marks Oﬃce Register. This type
of search will locate previous
registra�ons or applica�ons
for trade marks containing
an iden�cal word or phrase,
but may not iden�fy all marks
considered to be similar during
examina�on.

$$
2. At the next level,
the Trade Marks Oﬃce
Register is reviewed
for marks including
similar words or
phrases which are
poten�ally conﬂic�ng.

$$$
3. The most comprehensive registrability
searches include searching the Register for
iden�cal and similar trade marks, and also
searching for unregistered (common law)
trade marks that are similar. Searching for
unregistered trade marks involves general
internet searches, searches for various
other naming registra�ons such as business
and company names, domains, etc.

If the preliminary checks are favourable, it is advisable to a�end to business (or company)
name registra�on and trade mark registra�on as a ma�er of priority. A�er this, domain
names and social media handles of interest should be secured.
www.patentsandtrademarks.com.au
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OWNERSHIP OF TRADE MARKS
There is li�le point in applying to register a trade mark that is actually owned by another person or
business. Where such a situa�on occurs, the trade mark applica�on will not be granted or may be
transferred to the righ�ul owner. Consequently, the ques�on of ownership should be considered before
promo�ng a trade mark or applying for registra�on. The Courts have held that there are two general
mechanisms by which ownership is acquired. These are through use and/or through authorship.

Ownership Through First Use
The ﬁrst person to use a trade mark in trade in Australia is its owner.
Consequently, it is not possible to validly obtain registra�on of a
trade mark that has previously been used by another company
in the course of trade in Australia, regardless of whether that
company has applied to register the mark. It should be noted
that the prior use does not have to be by an Australian company.
A foreign company sending business correspondence or invoices
bearing its trade mark into Australia will be deemed to be the
owner of the trade mark if it is the ﬁrst en�ty to use the mark in
this country.

Ownership Through Authorship

Australia does not
follow the ﬁrst-toﬁle rule. Even if
you have not yet
registered a trade
mark, you might
have some common
law claim over it if
you can show your
business has been
using it in the past.

Secondly, the author of a word or logo comprising the trade mark will be the owner provided that
he/she (or his/her successor in �tle) intends to use the trade mark and has applied for registra�on.
Where an outside contractor such as a graphic ar�st or marke�ng agency is the author of a trade
mark, an agreement should be in place assigning crea�ve rights, e.g. copyright, to the applicant.

CASE
STUDY:
Avoid ﬁling
trade marks
in the wrong
applicant
name

Trade mark ownership must be properly considered in consulta�on with an
A�orney prior to ﬁling a trade mark applica�on. This is evidenced by a 2017
Court decision about a trade mark applied for in the name of Mr Pham, the
owner of Insight Radiology (the Company).
A third party opposed registra�on of Mr Pham’s trade mark, on the basis that
Mr Pham was not the owner of the trade mark and never intended to use the
mark for radiological services - rather it was the Company who owned and used
the trade mark. That argument was dismissed by the Judge at ﬁrst instance,
who concluded that because Mr Pham had assigned the trade mark to the
Company, the requirement that an applicant own the mark at any �me during
the applica�on was sa�sﬁed.
However, the ﬁnding of the Judge at ﬁrst instance was overturned by the Full
Court, which asserted on appeal that ownership by the applicant must be
sa�sﬁed at the �me the applica�on was made.
This signiﬁcant case means that there is no post-ﬁling remedy if a trade mark
Applicant is not the true owner of the trade mark at the �me an applica�on is ﬁled.

www.patentsandtrademarks.com.au
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FILING
FILING REQUIREMENTS
Once a decision is made to lodge a trade mark applica�on, an A�orney will require:
• a representa�on of the trade mark;
• a list of the goods and/or services in respect of which protec�on is required;
• the full name of the Applicant (i.e. the owner of the trade mark) and, if a company, the A.C.N.

PRIORITY DATE
In Australia once a trade mark is registered, the registered rights take retrospec�ve eﬀect from the
priority date. The priority date is usually the date on which the trade mark applica�on was ﬁled
with the Australian Trade Marks Oﬃce. However, an Australian applica�on may “claim priority”
under the Paris Conven�on from an earlier applica�on for the same trade mark ﬁrst ﬁled less than
six months previously in another Conven�on country. In this case, the priority date will be the date
that the earlier overseas applica�on was ﬁled. The Paris Conven�on is an interna�onal agreement to
which Australia and ~170 other countries are signatories. Priority date is also important because the
Examiner will only cite a similar mark as being in conﬂict with a trade mark applica�on if the similar
mark appeared on the register before the priority date of the applica�on under examina�on.

CLASSIFICATION
Goods and services that can be protected by a trade mark are divided into 45 classes, in accordance
with an interna�onal classiﬁca�on system. When dra�ing an applica�on for trade mark registra�on,
it is important that the speciﬁca�on of goods and/or services is accurate and that the appropriate
classes are selected.
Once registered, an applica�on will provide protec�on only for the goods or services speciﬁed in the
registra�on, or closely related goods and/or services. It is therefore important to ensure all goods or
services of interest are properly speciﬁed and the correct classes chosen. A common mistake is for
applicants to ﬁle in fewer classes than necessary to properly cover their goods or services of interest,
or to ﬁle in unnecessary classes.
Usually, the goods or services to specify are those from which the applicant derives an income.
By way of example, a restaurateur who also sells house-made condiments might specify services
rela�ng to the provision of food and drink in class 43, as well as goods class 30 for ‘sauces’.

Class 9
apparatus and
instruments

Class 25
clothing, footwear
and headgear

www.patentsandtrademarks.com.au

Class 35
adver�sing

Class 42
scien�ﬁc and
tech services

Class 41
educa�on
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However, even though the restaurant name might appear
on menus or sauce labels, it would not be necessary to seek
protec�on of ‘printed ma�er’ in class 16.
It is possible for DIY applicants to select goods and services
available through “pick lists” provided by IP Australia and
other online ﬁling pla�orms. However, it is very important that
the goods and services are selected correctly for a trade mark
registra�on to be eﬀec�ve.
Filing a trade mark applica�on for the incorrect classes of goods
or services can lead to loss of rights and inability to stop an
unauthorised third party from using a registered trade mark.
This is the most commonly reported error among self-ﬁled DIY
applicants. An A�orney can assist you in choosing the appropriate
classes and descrip�on of goods and services to ensure suitable
protec�on of a trade mark.

CASE
STUDY:
Incorrect
classiﬁcation
leads to
inadequate
protection

The IP Report 2019
published by IP
Australia iden�ﬁed
that a total of

148,156 classes

were nominated
across the 79,490 trade
mark applica�ons
lodged in 2018, an
average of 1.9 classes
per applica�on.

Trade mark classiﬁca�on should be properly considered in consulta�on
with an A�orney prior to ﬁling a trade mark applica�on. There are many
examples of trade marks being incorrectly classiﬁed and therefore not
providing the protec�on expected by the trade mark owner.
Ms Smith, who ran cake-making classes, self-ﬁled a trade mark for SUGAR
COAT IT in goods class 21 specifying ‘Cake decora�ng �ps’.
A direct compe�tor of Ms Smith subsequently sought and was granted
protec�on of the trade mark SUGAR COAT IT in class 41 for ‘Provision of
cooking classes’.
Because Ms Smith’s own trade mark was ﬁled in the wrong class, it was not
raised as a barrier to acceptance of her compe�tors later applica�on. In
addi�on, Ms Smith became aware of her compe�tor’s trade mark use and
registra�on some �me later, and was unable to use her own trade mark to
prevent her compe�tor using the SUGAR COAT IT name.
Had Ms Smith ﬁled in the correct class in the ﬁrst instance, she would have
enjoyed a monopoly over the SUGAR COAT IT name for use in respect of
baking/cooking classes.

www.patentsandtrademarks.com.au
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APPLICATION
APPLICATION PROCESS
PROCESS
Trade
Trade Mark
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searchshow
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NO
NO
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another
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Is the trade mark able to
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or services
or services

NO
NO

YES
YES
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Trade Mark
Trade Mark
application filed
application filed
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File Foreign
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Applications
6 month priority
6 month priority

Approx. 4 months
Approx. 4 months

Expedited Examination
Expedited Examination
Approx. 4 weeks
Approx. 4 weeks

Examination
Examination

Examination
Examination
Report issued^
Report issued^

Applicant response
Applicant response

Reconsideration
Reconsideration
Acceptance
Acceptance
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Acceptance
of Acceptance
2 months
2 months

Opposition*
Opposition*

Registration+
Registration+

Renewal due
Renewal
due
every
10 years
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* Please see further details of oppositions procedure on page 22
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further
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of oppositions
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^* Up
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from
the date
of the Examiner’s
firston
report
(extendable
for up to
a further
6 months)
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the date
of the Examiner’s first report
+(extendable
Total minimum
timeframe
for filing
to registration approximately 7 months.
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to a further
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APPLICATION PROCESS
Trade mark applica�ons are usually examined approximately four months a�er ﬁling. Examina�on can
be expedited to around six weeks, for example if an applicant has already invested signiﬁcant eﬀort or
funds in the brand.
The purpose of examina�on is to determine if the trade mark applica�on complies with all formal
requirements. The examiner will also determine whether the trade mark has the requisite level of
dis�nc�veness and whether it conﬂicts with marks already on the Register.
If the examiner believes a trade mark is lacking in dis�nc�veness or is in conﬂict with a mark already on
the Register, he or she will issue an adverse Examina�on Report.
Applicants have 15 months from issuance of an Examina�on Report to address any issues preven�ng
acceptance. An addi�onal 6 months can be obtained upon payment of the relevant fees, without
providing suppor�ng reasons.
It may be possible to overcome an adverse Examiner’s opinion through legal argument, amendment of
the applica�on and/or the presenta�on of evidence in support of registrability.
It is usually advantageous to address the ma�ers raised by the Examiner as soon as possible to place
the applica�on in order for acceptance without having to apply for any extensions of �me.
A�er a trade mark applica�on has been accepted, it is adver�sed in the Australian Trade Marks Journal.
Third par�es are aﬀorded a period of two months from adver�sement of the applica�on to oppose
registra�on. Most trade marks are not opposed and a�er the expiry of the opposi�on period, the
Cer�ﬁcate of Registra�on will issue.

According to IP Australia’s IP Report 2019,
45,891 trade mark applica�ons were ﬁled
by Australian residents during 2018.
The Paris Convention - claiming priority
Australia is party to an interna�onal agreement called the Paris Conven�on for the Protec�on of
Industrial Property. Under the terms of the Paris Conven�on, if a trade mark applica�on is ﬁrst ﬁled
in Australia, the owner will have up to six months to ﬁle an applica�on for the same trade mark,
claiming the priority date of the Australian applica�on, in one or more of the Conven�on countries.
The Paris Conven�on is useful in terms of ﬁling strategy, as it assists trade mark owners in staggering
the �ming of costs of overseas applica�ons for up to six months, whilst s�ll preserving the Australian
priority date of the mark.
www.patentsandtrademarks.com.au
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ASSIGNMENT, LICENSING AND OTHER CHANGES TO RECORDS
ASSIGNMENT
Trade mark applica�ons and registra�ons can be permanently transferred by
assignment. This usually occurs when a business is sold and all assets are
transferred from the seller to the buyer. As the trade mark is a business asset,
an assignment of the trade mark from the seller to the buyer transfers the
rights to use the trade mark to the buyer, permanently.
As part of the assignment process, it is also possible to assign goodwill which
may a�ach to a trade mark. Goodwill is the reputa�on that a trade mark has
acquired through use in the marketplace. This is important as it can greatly
add to the value of the trade mark which is being assigned.
To eﬀec�vely assign a trade mark from one en�ty to another, a formal
assignment deed must be prepared and signed by both par�es. The signed
documenta�on should then be ﬁled at the Trade Marks Oﬃce in order for the
new owner details to be recorded on the Trade Marks Register.

LICENSING
Trade mark licensing gives a licensee the right to use, but not own, a trade
mark. Licensing a trade mark to another person allows the trade mark owner
to be compensated for permi�ng another party to use their trade mark.
This is an eﬀec�ve alterna�ve to an assignment, as it allows the trade mark
owner to proﬁt from allowing another en�ty to use a trade mark, whilst s�ll
retaining ownership of the trade mark.
Licensees can also beneﬁt from the following rights:
• They may use the trade mark as registered;
• They may commence infringement proceedings to protect the trade mark;
• They may lodge an objec�on no�ce with Customs in the event of
infringing goods being imported into Australia; and
• In some circumstances, a licensee may sub-license a trade mark.
In accordance with the Trade Marks Act 1995, a trade mark licensor must
exercise either quality control or ﬁnancial control over the trading ac�vi�es
of the authorized user of the mark (the licensee). This means the licensor
can control the standard of quality or have some form of ﬁnancial control
over the licensee’s use of the mark.

TM OWNER

$

TM

This is par�cularly important in exclusive licensing arrangements, where the
licensor may not be using the mark itself. In these instances, uncontrolled
use may not a�ribute back to the trade mark owner, and the trade mark may
become vulnerable to cancella�on on the basis of non-use.
www.patentsandtrademarks.com.au

| 17

page 17

FRANCHISING
A trade mark owner may license their trade mark rights to franchisees. In this type of agreement,
the trade mark owner (franchisor) has control over how the franchisee markets and distributes the
franchisor’s goods/services, which includes strict guidelines about the ways in which the trade marks
of the business are used.
It is impera�ve that franchisors clearly state the obliga�ons of the franchisee in terms of how they
will use the franchisor’s trade mark. This kind of agreement provides the franchisor with comfort
that the franchisee is commi�ed to maintaining the integrity of the brand.
Franchisors usually use non-exclusive licences to broaden the use of their trade mark and market
recogni�on.

CASE
STUDY:
Manufacturer
v Distributor
– trade mark
challenges

Complica�ons can arise around who has rights to a trade mark in agreements
between overseas manufacturers and distributors who are impor�ng and
selling the manufacturer’s products in Australia.
Consider the following scenario: USBAGZ manufacture luggage in the US.
They apply their trade mark PENCHANT to the goods in the US.
USBAGZ have only registered their luggage brand PENCHANT as a trade mark
in the US and have an exclusive distribu�on agreement with Strands (Pty Ltd)
in Australia to distribute their luggage throughout Australia.
Strands register the trade mark in Australia, without the permission of
USBAGZ.
Strands mistakenly believe that it is the owner of the trade mark in Australia.
When an infringer appears in the Australian market, Strands ﬁnds that its
registra�on is not enforceable. Further, Strands mistakenly believes that their
trade mark registra�on is a valuable asset of their business. When they go
to sell their business and due diligence is done, the registra�on is deemed
worthless.
USBAGZ has no enforceable registered rights in Australia. If they wish to
register PENCHANT in Australia, the defec�ve registra�on of Strands will bar
registra�on and USBAGZ will need to apply to remove the defec�ve mark
from the register.
Lessons here:
• Whether as a manufacturer or distributor, always ensure that any
distribu�on agreement speciﬁcally deals with trade mark rights and what
is contemplated by the par�es in terms of use and ownership; and
• Manufacturers should register their trade mark in the countries in which
they are selling their products.

www.patentsandtrademarks.com.au
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RIGHTS AFFORDED BY REGISTRATION
Trade mark registra�on grants the owner the following:
• exclusive rights to use the trade mark throughout all states and territories of Australia;
• the right to take legal ac�on against infringers or compe�tors who use iden�cal or similar marks
in the same industry; and
• ownership of a valuable intellectual property right which may be bought, sold or licensed to
other par�es.

TERM OF REGISTRATION
Trade marks are ini�ally registered for a term of 10 years from the date of ﬁling the applica�on for
registra�on. At the end of the ini�al term, a renewal fee must be paid to maintain registra�on. Renewal
fees are then payable every ten years to keep the registra�on in force.

MARKING REQUIREMENTS
Visual Indication of Trade Marks

®

The symbol indicates that the word, phrase or logo is registered whereas
the TM symbol simply means that the word, phrase or logo is being used
as a trade mark and may be either registered or unregistered. You may
also see the SM symbol used in the USA to denote service marks, i.e. trade
marks that are for services rather than physical goods and MR to indicate a
trade mark in countries that are predominantly Spanish speaking.
It’s an oﬀence under Sec�on 151 of the Trade Marks Act 1995 to represent that a trade mark is
registered in Australia when it is not. Care should be taken not to use the symbol if the trade mark is
not registered in Australia. If the trade mark is registered in a country outside of Australia, the symbol
can only be used in Australia if it is made clear that the registra�on is in a country outside of Australia.

®

®

Australian trade mark ﬁlings abroad have been on a strong upward
trend since 2009, according to IP Australia’s IP Report 2018.
In 2016, China overtook the US to become the most preferred
des�na�on for trade mark classes ﬁled abroad by Australians.
Marking for Export
It can be challenging to properly mark brochures and packaging that are sent to several countries but
only registered in some of them. While it is important to indicate that the trade marks are registered
in those countries where registra�on has been obtained, care needs to be taken not to falsely indicate
registra�on in countries where the trade marks are unregistered. When marking packaging and
marke�ng material for export to a number of countries, the TM symbol may be used instead of the
symbol and a preferred prac�ce is to include a paragraph in the brochure or on the packaging that states:

®

“ [insert trade mark] is a trade mark of [insert the name of the company that owns the trade mark] and is
registered in [insert list of countries] and may be the subject of trade mark applications in other jurisdictions.”
www.patentsandtrademarks.com.au
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POST-REGISTRATION USE REQUIREMENTS
Why is Correct Use of a Trade Mark Important?
There are two main reasons it is important to correctly use your registered trade mark in material
that you present to the public:
• If, a�er ﬁve years from registra�on, a trade mark has not been used as a trade mark for at least
three years, it will become vulnerable to de-registra�on, i.e. a compe�tor could apply to have
the trade mark de-registered; and
• In the event of a trade mark being infringed, enforcement will be more straigh�orward and
ﬁnancial compensa�on will be maximised.

Correct Grammatical Use of Trade Marks
The ﬁrst principle for correct trade mark use is to use it as a special adjec�ve. For example: “I think
ROLLERBLADE in-line skates are the best skates” is an example of correct usage of the trade mark
ROLLERBLADE. Alterna�vely: “You should buy some ROLLERBLADES” or “You’ll enjoy rollerblading” are
incorrect uses of the trade mark ROLLERBLADE because those phrases refer to the trade mark as if it
were a generic skate, not as if it is a special adjec�ve that is used to speciﬁcally iden�fy a certain skate
that is provided by a speciﬁc trade source.
To show that a trade mark is being used as a special adjec�ve, it is common to present it in a way that
is diﬀerent to the surrounding normal text. For example, a trade mark owner may use the trade mark
in all capitals or italics to highlight the fact that it is a special adjec�ve.
Secondly, in addi�on to using the trade mark gramma�cally to show that it is a special adjec�ve it is also
possible, though not mandatory, to use the symbol or the TM symbol as suﬃxes to the trade mark.

®

Removal for Non-Use
Where ﬁve years have passed since the ﬁling date of a registered trade mark which was ﬁled before 24
February 2019, or a trade mark ﬁled a�er 24 February 2019 has been registered for more than three
years, that trade mark will be vulnerable to a non-use removal ac�on if it has not been used during a
con�nuous period of three years ending one month before removal proceedings are ﬁled. If a removal
ac�on is ini�ated by a third party, the onus will fall on the owner of the trade mark to demonstrate that
there has been commercial use of the trade mark during the previous three years.

Keep Evidence of Use

GOOD TRADE MARK HABITS

• Keep copies of invoices, business cards, sta�onary,
packaging and adver�sing material showing trade
mark use in rela�on to as many goods and services as
possible, in as many states of Australia as possible.
• Keep details of adver�sing and promo�onal costs
rela�ng to trade marks; and
• Indicate that a trade mark is registered by using the
symbol wherever the trade mark appears.

®

www.patentsandtrademarks.com.au

Enforce the Trade Mark

• Monitor trade mark use by compe�tors and advise third
par�es of trade mark rights if unauthorized use occurs;
• Search the Trade Marks Register frequently (or engage
an A�orney to do so);
• Oppose the registra�on of similar trade marks for similar
goods or services, to avoid trade mark dilu�on; and
• Use the trade mark as registered*, or register the new
trade mark.
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TRADE MARK OPPOSITION
Trade Mark Opposition Procedure
Advertisement
of Acceptance
2 months

Notice of Intention
to oppose
1 month

Statement of Grounds
and Particulars (SGP)*

Opposition discontinued
if SGP not filed.

1 month

Opposition deemed
successful if NOID
not filed.

Notice of Intention
to Defend (NOID)
3 months

Evidence in Support

3 months

Evidence in Answer

2 months

Evidence in Reply

Once evidence
stages are
completed,
parties are given
opportunity to
request a hearing
or file written
submissions, for

the Hearings Officer
to consider along
with any evidence
properly filed during
the proceedings.

Decision Basis
Hearing

Written Submissions

Decision

Oppositon fails

Registration

Oppositon successful

Refusal to register
trade mark

Renewal due
every 10 years

*Cooling-Oﬀ

It is possible to enter into a ‘cooling-oﬀ ’ period, for the purposes of nego�a�ng se�lement, any �me a�er the SGP is ﬁled. Entering a cooling-oﬀ
period requires the agreement of both par�es. The ini�al period of cooling-oﬀ is six months, extendable by one further period of six months.
The cooling-oﬀ period may be ended at any �me upon request by either party, and once ended, a further cooling-oﬀ period cannot be entered
into. Once a cooling-oﬀ period is cancelled, the proceedings will re-start at the stage reached prior to cooling-oﬀ being entered into.
www.patentsandtrademarks.com.au
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TRADE MARK OPPOSITION
A trade mark opposi�on is the formal process by which a third party objects to the registra�on of
a trade mark in Australia.
The opposi�on process may only be commenced a�er a trade mark applica�on has been accepted
by the Trade Marks Oﬃce and adver�sed as accepted.

Grounds for Opposition
There are several grounds on which to oppose registra�on of a trade mark, including:
• The trade mark is not capable of dis�nguishing the trade mark applicant’s goods and/or services
from those of other traders;
• The trade mark is scandalous, or its use is contrary to law;
• Use of the trade mark is likely to deceive or cause confusion;
• The trade mark is substan�ally iden�cal with and/or decep�vely similar to an earlier trade mark;
• The trade mark applicant is not the owner of the trade mark;
• The trade mark is substan�ally iden�cal with and/or decep�vely similar to a trade mark that has
an earlier date of ﬁrst use;
• The trade mark applicant does not intend to use the trade mark;
• The trade mark is similar to an earlier trade mark which acquired a reputa�on in Australia;
• The trade mark contains or consists of false geographical indica�ons;
• The applica�on or a document ﬁled in support of the applica�on has been amended contrary to
the Trade Marks Act 1995;
• The applica�on was accepted on the basis of evidence or representa�ons that were false in
material par�culars; and
• The applica�on was made in bad faith.

+

Opposition Process
During opposi�on proceedings, each party is given an opportunity to ﬁle evidence
in support of their posi�on. There is also an op�on to enter a cooling-oﬀ period
for the purposes of nego�a�on, if both par�es agree.
Once the evidence stages are complete, each party nominates whether it will
a�end a hearing, or would instead prefer for the ma�er to be decided on the
wri�en record only. Submissions may be ﬁled at this point, and it is usually several
months before the ma�er is set down for hearing or a decision issued.
Costs of an opposi�on may be awarded against the unsuccessful party, in
accordance with the current schedule (usually, the amount awarded will not
meet the amount actually spent on defending or prosecu�ng an opposi�on).
Opposi�on proceedings heard before IP Australia may be appealed within 21
days of a decision being issued.
For more informa�on on the Australian opposi�on procedure, please contact your
A�orney, or refer to www.patentsandtrademarks.com.au/trade-mark-opposi�ons.
www.patentsandtrademarks.com.au

One of the most
common reasons
for opposi�on
relates to
likelihood of
decep�on or
confusion because
of the reputa�on
of another trade
mark in Australia.
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